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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe refusal of the

exam ner to allow clains 1 through 7 as anended subsequent to the

1 Application for patent filed June 29, 1993. According
to appellants, this application is a continuation of Application
07/ 816,552, filed January 6, 1992, now abandoned.

1
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final rejection. These are all of the clains remaining in the
appl i cation.

The subject matter on appeal relates to an al nond shel
additive for well working fluids consisting essentially of
certain particle size fractions of ground al nond shells. This
appeal ed subject matter is adequately illustrated by independent
claim1 which reads as foll ows:

1. An al nond shell additive for well working fluids, said
additive consisting essentially of ground al nond shells
consi sting essentially of

an internediate particle fraction having a substantially
even particle size distribution between particle sizes of 100
m crons and 2000 m crons,

a large particle fraction conprising at nost about 5 percent
by wei ght of said additive and having a particle size greater
t han 2000 m crons, and

a small particle fraction conprising at | east 3 percent and
at nost 20 percent by wei ght based on said additive and having a
particle size |l ess than 100 m crons.

The reference set forth belowis relied upon by the exam ner
in the rejections before us:

Bor char dt 2,799, 647 July 16, 1957

Clains 1 through 7 are rejected under the second paragraph

of 35 US.C 8§ 112 for failing to particularly point out and

distinctly claimthe subject matter which the appellants regard

as their invention. According to the examner, claim1lis
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rendered indefinite by the recitation "substantially even..
distribution". Mre specifically, the exam ner believes that
"[t] he netes and bounds of even-ness have not been set forth so
as to establish which distributions are enbraced and which are
not" (answer, page 2).

Clainms 1 through 3, 6 and 7 are rejected under 35 U. S. C
8 102(b) as being anticipated by Borchardt. This rejection is
prem sed upon the examner's belief that "[t]he specific particle
size distribution as clained herein would be inherent in the
Borchardt material" (answer, page 2).

Finally, clains 4 and 5 are rejected under 35 U . S.C. § 103
as bei ng unpatent abl e over Borchardt based upon the exam ner's
conclusion that "[i]t would have been obvious to the person
having ordinary skill in the art to have used the Borchardt
ground al mond shells in an oil based drilling fluid because doing
so is in clear response to the express suggestion by the
pat entee" (answer, page 2).

CPI NI ON

We cannot sustain any of the above noted rejections.

Concerning the section 112, second paragraph, rejection, the
appel lants are correct in stating that exanple 1 of their

specification describes a mlling operation whereby, "[a]s shown
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in Figure 1, a substantially even particle size distribution is
achi eved for the crushed nmaterial for the internediate particle
fraction; i.e. material retained on the U S. nmesh nunbers 12
(1680 mcrons), 16 (1190 mcrons), 20 (841 mcrons), 30 (595
mcrons), 40 (420 mcrons), 60 (250 mcrons), 100 (149 m crons)
and 140 (105 mcrons)" (specification, page 40). Thus, when
readi ng the cl ai mlanguage and specifically the | anguage
"substantially even... distribution" in light of the
specification disclosure, we are confident that the netes and
bounds of protection circunscribed by the appeal ed cl ai ns woul d
be reasonably precise and particular to one with ordinary skil

inthe art. In re More, 439 F.2d 1232, 1235, 169 USPQ 236, 238

( CCPA 1971).

It follows that we cannot sustain the exam ner's rejection
of clains 1 through 7 under the second paragraph of 35 U S. C
§ 112.

As for the section 102(b) rejection, we cannot agree with
the exam ner's aforequoted position that "[t]he specific particle
size distribution as clained herein would be inherent in the
Borchardt material”. It is apparent that patentee's disclosure
at lines 28 through 42 in colum 3 of size ranges and quantities

for his alnond flakes, fibers and granules sinply do not
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correspond to the sizes and quantities of the here clai nmed
internedi ate, large and small particle fractions. Wile certain
of patentee's size ranges may overlap slightly with certain of
the here cl ainmed size ranges, no basis exists for concluding that
his material contains the percentages of large and snall particle
size fractions defined by appealed claiml. |In fact, such a
conclusion is contrary to Borchardt's disclosure that his
mat eri al contains substantial anpbunts or quantities of the fl ake,
fiber and granule fractions (again see lines 28 through 42 in
colum 3).

In light of the foregoing, it is clear to us that the
exam ner's inherency position is unjustified and accordingly that
hi s consequent rejection under 35 U . S.C. 8§ 102(b) of clainms 1
through 3, 6 and 7 as being anticipated by Borchardt cannot be
sust ai ned.

The above noted section 103 rejection of clainms 4 and 5 al so
cannot be sustained because it is ultimately prem sed upon the

exam ner's unaccept abl e i nherency position di scussed above.
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CONCLUSI ON

The decision of the exam ner i s reversed.

REVERSED

Edward C. Kinmin
Adm ni strative Patent Judge

Bradley R Garris
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

Terry J. Omens
Adm ni strative Patent Judge
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